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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Applicant's amendment dated 10/23/2008 has been received and entered. Claims 1-14, 
23-28 and newly added claim 29 are now pending in the application. Claims 15-22 stand 
withdrawn from consideration as non-elected claims 



Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which ii is most nearly connected, lo make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 2 and 1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Claim 2 recite a limitation of "the first insulation layer electrically couples with the 
second portion of the first electrode" (emphasis added) which is not disclosed in the 
specification; and such a way, one skilled in the art would not be able to connect with the 
invention. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 2 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Regarding claim 2, it is confusing and unclear how the first insulation layer can be 
electrically coupled with the second portion of the first electrode. Correction to the claim 
language is required. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1, 3-10, 12-14 and 23-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's submitted prior art, Kim et al. , WO 01/45283, in view of 
Kikkawa et al, US 6,879,359. 

Regarding the above claims, Kim et al. disclose a liquid crystal display (LCD) device 
(figures 4-6) comprising: 

. a first substrate (11) having a plurality of unit cells (figure 6), each cell including a 
sensor thin film transistor (TFT) (12), a storage device (14/15/16) and a first switch TFT (13), a 
second insulating layer (see figure 5). It is noted that a data reading part and a first gate driving 
part (fingerprint reading section 100 and control section 400) inherently formed over the first 
substrate to function/control the sensor TFT and the switch TFT; 

. an LCD panel inherently having a second substrate and a liquid crystal layer attaching to 
the first substrate (figure 4); 

. a sensor output signal line (output n/n+1); 



Application/Control Number: 10/531 ,829 Page 4 

Art Unit: 2871 

. a light shielding layer (13-sh) 

Kim et al. do not explicitly disclose the LCD panel having first transparent electrode, a 
second substrate having a second transparent electrode, a color filter and a second switch TFT; 
Kikkawa et al. do disclose an LCD (figure 3) having first transparent electrode (34), a second 
substrate (21) having a second transparent electrode (31), a color filter (30) and a second switch 
TFT (22/26/27), a first insulating layer (32). In addition, a data driver part and a second gate 
driver part (control section 400) would be formed over the second substrate to control the switch 
TFT. Therefore, it would have been obvious to one skilled in the art at the time of the invention 
was made to combine the Kikkawa et al. LCD panel into the Kim et al. fingerprint terminal in 
order to obtain an LCD device having both a data display function and a fingerprint capture 
function. 

It is noted that claims 2 and 1 1 neither rejected nor indicated allowable since the scope of 
claim is unclear as noted above. 

Response to Arguments 

7. Applicant's arguments filed 10/23/2008 have been fully considered but they are not 
persuasive. 

. Applicant's arguments are as follow: 

a. Kim does not teach or suggest a first substrate including a first transparent electrode, 
the first transparent electrode being disposed on a lower surface of the first substrate, and a liquid 
crystal layer interposed between the first and second substrates, wherein the liquid crystal layer 
contacts the first substrate of amended Claims 1,10 and 23. 
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b. Applicants respectfully submit that the theory of inherency is normally reserved for 
rejections under 35 U.S.C. § 102. In re Grasseli, 318 U.S..P.Q. 303 (Fed. Cir. 1983), and that the 
instant claim rejection relying on "inherency" is improper and should be withdrawn. 

c. Applicants respectfully submit that there is no teaching or suggestion in Kim, and no 
suggestion or knowledge generally available to one of ordinary skill in art that would lead that 
individual to directly attach a liquid crystal layer of an LCD to the fingerprint reader 10/1 1 of 
Kim as evident from Kikkawa. 

d. The rejection details on Page 3 of the instant Office action merely allege without 
further explanation as to how or where Kim and Kikkawa teach the (first portions of the) data 
line/data wiring, the first electrode of the second switch TFT, the (first portions of the) gate line, 
the second electrode of the second switch TFT, the color filter disposed on the gate line and the 
data line/data wiring, and the insulating layer disposed covering the data wiring, of Claims 1,10 
and 23, respectively. 

e. Applicants respectfully submit that Kim and Kikkawa, alone or in combination, do not 
teach or suggest, and are in fact silent about all of the limitations of at least Claims 1,10 and 23, 
there exists no suggestion or motivation in the references or to one of ordinary skill in the art to 
modify or combine Kim and Kikkawa to teach the claimed invention. Therefore, primefacie 
obviousness further does not exist regarding at least Claims 1,10 and 23 with respect to Kim and 
Kikkawa. 

f. Kim and Kikkawa, alone or in combination, do not teach or suggest, and are in fact 
silent as to teaching the second substrate further comprises a first insulation layer disposed 
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between the color filter layer and the second transparent electrode to cover the color filter layer, 
the first insulation laver electrically coupled with the second portion of the first electrode. 
. The Examiner's responses are as follow: 

a. It should be noted that the Kim et al liquid crystal panel 3 is directly attached to the 
finger print reader 10; and thus, the combination of the Kim et al. device and the Kikkawa et al. 
panel would result a display panel directly attached to the fingerprint reader as well. In addition, 
the Kikkawa et al. upper substrate would be a support (e.g., substrate) for the finger print reader 
as well; therefore, the liquid crystal layer would be directly contacted to the fingerprint reader 
lower substrate (e.g., Kikkawa et al. upper substrate). 

b. "inherency" theory is not limited to 102 since its term is denoted for the well known 
things as well; therefore, it can be applied for 103 rejection as well. 

c. as explained in part a., the Kikkawa et al. upper substrate can be directly attached to 
the lower substrate of the fingerprint reader and it can be formed together for a compact display 
device purposes. 

d. The Examiner respectfully disagrees with Applicant's viewpoint since Kim et al. and 
Kikkawa et al. clearly shown data line/data wiring 12, the first electrode 14 of the second switch 
TFT (thin film transistor of the fingerprint reader device)(see Kim et al. figure 5), the (first 
portions of the) gate line 22, the second electrode (26) of the second switch TFT (Kikkawa et al. 
TFT), the color filter (30) disposed on the gate line (connected to gate electrode 22) and the data 
line/data wiring (27), and the insulating layer (32) disposed covering the data wiring (see 
Kikkawa et al. figure 3). 
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e. as noted in d., the combination of Kim and Kikkawa et al. does disclose and met the 
limitation of the claimed invention. 

f as noted above, claims 2 and 1 1 is not clear, so as such claims need clarify as well. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dung Nguyen whose telephone number is 571-272-2297. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Nelms can be reached on 571-272-1787. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Dung T. Nguyen/ 
Primary Examiner 
Art Unit 2871 



